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[TRANSLATION – TRADUCTION]

PROTOCOL AMENDING THE BENELUX CONVENTION ON INTELLECTUAL 
PROPERTY (MARKS AND DESIGNS OR MODELS) IN ORDER TO 
IMPLEMENT DIRECTIVE (EU) 2015/2436

The Kingdom of Belgium, the Grand Duchy of Luxembourg and the Kingdom of the 
Netherlands,

Considering article 1.7 (2) of the Benelux Convention on intellectual property (marks and 
designs or models),

Desiring to make a number of changes in the above-mentioned Convention, in particular in 
order to bring it into line with Directive (EU) 2015/2436 of 16 December 2015 of the European 
Parliament and of the Council to approximate the laws of the member States relating to 
trademarks,

Have agreed on the following provisions:
Article 1.
The Benelux Convention on intellectual property (marks and designs or models) is amended 

as follows:
A. In article 1.1, the words “Regulation (EC) No. 207/2009 of the European Parliament and 

of the Council of 26 February 2009 on the Community trademark” are replaced by the words 
“Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on 
the European Union trademark (codified version) and the following two phrases are added after 
the sixth bullet:

“European Union trademark: a European Union trademark as provided for in the Regulation 
on the European Union trademark;

-Union Legislation: European Union legislation;”
B. In article 1.2 (2) (a), the word “Economic” is deleted.
C. In article 1.7 (1), and article 1.9 (1), the word “Community” is replaced by the word 

“Union”.
D. This amendment concerns only the Dutch version.
E. The heading of title II, chapter 1, is replaced by the words “Chapter 1. Validity of a 

trademark”.
F. Article 2.1 is replaced by the following text:
“Article 2.1. Signs that may constitute a trademark
A trademark may consist of any signs, particularly words, including names of persons, or 

drawings, letters, numerals, colours, the shape of a product or its packaging, or sounds, if such 
signs serve to:

(a) Differentiate the products or services of one enterprise from those of other enterprises; 
and

(b) Show them in the register in a manner that allows the competent authorities and the 
public to identify precisely and clearly the object enjoying the protection granted to the proprietor 
of the trademark.” 
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G. Article 2.2 is replaced by the following text:
“Article 2.2. Acquisition of the right 
Without prejudice to the right of priority provided by the Paris Convention or the TRIPS 

Agreement, the exclusive right in a trademark under this Convention shall be acquired by 
registration of the trademark that has been applied for in Benelux territory (Benelux trademark) or 
results from registration with the International Bureau designating the Benelux territory 
(international trademark).” 

H. The following three new articles are inserted after article 2.2:
“Article 2.2bis. Absolute grounds for refusal or invalidation
1. The following shall not be registered or, if registered, shall be liable to be declared 

invalid:
(a) Signs which cannot constitute a trademark;
(b) Trademarks which are devoid of any distinctive character;
(c) Trademarks which consist exclusively of signs or indications which may serve, in trade, 

to designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of 
production of the goods or of rendering of the service, or other characteristics of the goods or 
services;

(d) Trademarks which consist exclusively of signs or indications which have become 
customary in the current language or in the bona fide and established practices of the trade;

(e) Signs which consist exclusively of:
(i) The shape, or another characteristic, which results from the nature of the goods 

themselves;
(ii) The shape, or another characteristic, of goods which is necessary to obtain a technical 

result;
(iii) The shape, or another characteristic, which gives substantial value to the goods;
(f) Trademarks which are contrary to public policy or to the principles of morality of one of 

the Benelux countries;
(g) Trademarks which are of such a nature as to deceive the public, for instance as to the 

nature, quality or geographical origin of the goods or service;
(h) Trademarks which have not been authorized by the competent authorities and are to be 

refused or invalidated pursuant to article 6ter of the Paris Convention;
(i) Trademarks which are excluded from registration pursuant to Union legislation, internal 

laws of one of the Benelux countries or international agreements to which the Union is a party or 
which have effect in a Benelux country, providing for protection of designations of origin and 
geographical indications;

(j) Trademarks refused in accordance with Union legislation or with international 
agreements to which the Union is a party and that protect information traditionally provided about 
wines;

(k) Trademarks which are excluded from registration pursuant to Union legislation or 
international agreements to which the Union is a party, providing for protection of traditional 
specialities guaranteed;

(l) Trademarks which consist of, or reproduce in their essential elements, an earlier plant 
variety denomination previously registered in accordance with Union legislation or the internal 
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laws of one of the Benelux countries, or international agreements to which the European Union is 
a party or which have effect in a Benelux country, providing protection for plant variety rights, 
and which are in respect of plant varieties of the same or closely related species.

2. A trademark shall be liable to be declared invalid where the application for its registration 
was made in bad faith.

3. A trademark shall not be refused registration pursuant to article 1 (b), (c) or (d) if, before 
the date of application for registration, following the use which has been made of it, it has 
acquired a distinctive character. A trademark shall not be declared invalid for the same reasons if, 
before the date of application for a declaration of invalidity, following the use which has been 
made of it, it has acquired a distinctive character.

Article 2.2ter. Relative grounds for refusal or invalidity
1. A trademark shall, in case an opposition is filed, not be registered or, if registered, shall 

be liable to be declared invalid where:
(a) It is identical with an earlier trademark, and the goods or services for which the 

trademark is applied for or has been registered are identical with the goods or services for which 
the earlier trademark is protected;

(b) Because of its identity with, or similarity to, the earlier trademark and the identity or 
similarity of the goods or services covered by the trademarks, there exists a likelihood of 
confusion on the part of the public; the likelihood of confusion includes the likelihood of 
association with the earlier trademark.

2. For the purposes of paragraph 1, “earlier trademark” means: 
(a) A trademark filed prior to the date of filing of the other trademark, subject if appropriate 

to the right of priority claimed for other trademarks in the following categories:
(i) Benelux trademarks and international trademarks designating the Benelux territory;
(ii) European Union trademarks, including international trademarks designating the European 

Union.
(b) European Union trademarks with a valid claim to priority, in accordance with the 

European Union trademark regulation, for a trademark specified in paragraph (a) (i) above, even if 
that trademark has been surrendered or allowed to lapse;

(c) Applications for trademarks covered by paragraphs (a) and (b), provided that they have 
been registered;

(d) Trademarks which, on the date of application for their registration or, where appropriate, 
on the date of the priority claimed in respect of the application for registration of the trademark, 
are “well known” in Benelux territory within the meaning of article 6bis of the Paris Convention.

3. In addition, a trademark that is being opposed shall also be refused for registration or, if 
registered, shall be liable to be declared invalid where:

(a) It is identical with or similar to an earlier trademark, regardless of whether the goods or 
services for which it is it is being applied or registered are identical with, similar to or dissimilar to 
those for which the earlier trademark is registered, when the earlier trademark is well known in the 
Benelux territory or, in the case of a European Union trademark, is well known in the European 
Union and when unjustified use of the later trademark would take unfair advantage of or be 
detrimental to the distinctive character or the repute of the prior trademark;
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(b) When the agent or representative of the proprietor of the trademark applies for 
registration thereof in his or her own name without the proprietor’s authorization, unless the agent 
or representative justifies his action;

(c) To the extent that, pursuant to Union legislation or the internal law of one of the Benelux 
countries providing for protection of designations of origin and geographical indications:

(i) An application for a designation of origin or a geographical indication had already been 
submitted in accordance with Union legislation or the internal law of one of the Benelux countries 
prior to the date of application for registration of the trademark or the date of the priority claimed 
for the application, subject to its subsequent registration;

(ii) Such designation of origin or geographical indication allows the person authorized under 
the relevant law to exercise the rights arising therefrom including the right to prohibit the use of a 
subsequent trademark.

4. A trademark may not be refused registration or declared invalid when the holder of the 
earlier trademark or earlier right consents to the registration of the later trademark.

Article 2.2(quarter). Grounds for refusal or invalidation for only part of the goods or services 
If there are grounds for refusing registration or invalidating a trademark for only part of the 

goods or services for which the trademark is being filed or registered, the refusal of registration or 
the invalidity shall apply only to the goods or services concerned.”

I. Articles 2.3 and 2.4 are deleted.
J. In the heading of title II, chapter 2, the word “Filing” is replaced by the word 

“Application”.
K. Article 2.5 is replaced by the following text:
“Article 2.5. Application
1. A Benelux application for trademarks shall be submitted either to the national 

administrations or to the Office, in the manner specified by the implementing regulations and 
against payment of the fees due. A check shall be performed to ensure that the documents 
produced satisfy the conditions specified for fixing the filing date and the filing date shall be fixed. 
The applicant shall be informed without delay and in writing of the date of filing or, where 
applicable, of the grounds for not fixing a filing date.

2. If other provisions of the implementing regulations are not satisfied at the time of the 
application, the applicant shall be informed without delay and in writing of the conditions which 
are not fulfilled and shall be given the opportunity to respond.

3. The application shall have no further effect if the provisions of the implementing 
regulations are not satisfied within the period granted.

4. Where the application is made to a national administration, the national administration 
shall forward the application to the Office, either without delay after receiving the application or 
after establishing that the application satisfies the specified conditions. 

5. The Office shall publish the application, in accordance with the provisions of the 
implementing regulations, when the conditions for fixing a filing date have been fulfilled and the 
goods or services mentioned have been classified in accordance with article 2.5bis.”

L. The following new article is inserted after article 2.5:
“Article 2.5bis. Designation and classification of goods and services
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1. The goods and services for which a trademark is requested shall be classified using the 
classification in the Nice Agreement (Nice Classification).

2. The goods and services for which protection is requested shall be designated by the 
applicant with sufficient clarity and accuracy to enable the competent authorities and economic 
operators to determine, on that basis alone, the extent of the protection requested.

3. For the purposes of paragraph 2, the general indications given in the class titles of the 
Nice classification or other general terms may be used, provided that they meet the clarity and 
accuracy requirements specified in this article.

4. The Office shall reject an application if the indications or terms are unclear or inaccurate, 
unless the applicant proposes an acceptable wording by a deadline set by the Office.

5. The use of general terms, including the general indications given in the class headings of 
the Nice Classification, shall be interpreted to include all goods or services clearly covered by the 
literal meaning of the indication or term. The use of such terms or indications shall not be 
interpreted as including an application for goods or services that cannot be thus comprised.

6. An applicant requesting registration for more than one class shall combine the goods and 
service according to the Nice Classification, preceding each group of goods or services by the 
relevant class number, and shall list the different groups in class order.

7. Goods and services shall not be considered to be similar because they are listed in the 
same class of the Nice classification. Goods and services shall not be considered to be different 
because they are listed in different classes of the Nice Classification.” 

M. Article 2.6 is amended as follows:
(a) In paragraph 1, the words “at the time of filing” are replaced by the words “at the time of 

application”.
(b) In paragraph 3, the word “filing” is replaced by the word “application”.
N. Article 2.8 is replaced by the following text:
“Article 2.8. Registration
1. Without prejudice to the application of articles 2.11, 2.14 and 2.16, the trademark applied 

for is registered if it meets the requirements of the implementing regulation, for the goods or 
service mentioned by the applicant. The Office shall confirm the registration to the proprietor of 
the trademark.

2. If all the requirements referred to in article 2.5 have been met, the applicant may request 
the Office to proceed with the registration of the trademark without delay in accordance with the 
provisions of the implementing regulation. Articles 2.11, 2.14 and 2.16 apply to trademarks thus 
registered, on the understanding that the Office is authorized to decide to cancel the registration.” 

O. Article 2.9 is replaced by the following text:
“Article 2.9. Term and renewal of registration
1. Registration of a Benelux trademark shall be for a period of 10 years with effect from the 

date of filing.
2. The sign constituting the trademark may not be modified either during the period of 

registration or at the time of its renewal.
3. The registration may be renewed for periods of 10 years by the proprietor of the 

trademark or any person authorized by law or by contract to do so.
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4. Renewal requires only payment of the renewal fee. If the fee is paid for only some of the 
goods or services for which the trademark has been registered, the registration is renewed only for 
the goods and services concerned. The fee shall be paid during the six months immediately 
preceding the expiry or renewal of the registration. If necessary, it may still be paid during the six 
months immediately following the date of expiry of the registration or its renewal, if an additional 
fee is paid simultaneously.

5. The Office shall send a reminder to the proprietor of the trademark at least six months 
before its expiry.

6. The reminder shall be sent to the most recent address known to the Office for the 
proprietor of the trademark. Failure to send or receive the reminder shall not confer dispensation 
from the obligations resulting from paragraphs 3 and 4. It may not be invoked in court proceedings 
or against the Office.

7. The renewal shall take effect on the day after the date of expiry of the registration. The 
Office shall register renewals.” 

P. Article 2.10 is replaced by the following text:
“Article 2.10. International applications
1. International trademark applications shall comply with the provisions of the Madrid 

Agreement and the Madrid Protocol. The national fee mentioned in article 8 (1) of the Madrid 
Agreement and the Madrid Protocol and the fee specified in article 8 (7) (a) of the Madrid 
Protocol shall be fixed by the implementing regulations.

2. Without prejudice to the application of articles 2.5bis, 2.13 and 21.18, the Office shall 
register international applications in respect of which a request has been made for the extension of 
protection to the Benelux territory.

3. The applicant may request the Office, in accordance with the provisions of the 
implementing regulation, to proceed with registration without delay. Article 2.8 (2) shall apply to 
trademarks so registered.”

Q. Article 2.11 is replaced by the following text:
“Article 2.11. Refusal on absolute grounds
1. The Office shall refuse to register a trademark if, in its opinion, one of the absolute 

grounds specified in article 2.2bis (1), is applicable.
2. The refusal to register must relate to the sign that constitutes the trademark as a whole.
3. The Office shall notify the applicant without delay, in writing and stating reasons, of its 

intention to wholly or partially refuse registration and shall allow the applicant to respond within a 
time period specified in the implementing regulations.

4. If the Office’s objections to registration are not resolved within that time period, the 
registration of the trademark shall be wholly or partially refused. The Office shall notify the 
applicant of the refusal without delay and in writing, stating the grounds for refusal and 
mentioning the legal remedies against this decision described in article 1.15bis.

5. The refusal shall not become final until such time as the decision is no longer open to 
appeal.”

R. In article 2.13, the following changes are made:
(a) In the title, the words “ international filings” are replaced by the words “international 

applications”;
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(b) Paragraph 1 is replaced by the following text “Article 2.11(1) and (2) shall be applicable 
to international applications.”;

(c) In paragraph 2, the word “filer” is replaced by the word “applicant”.
S. Article 2.14 is replaced by the following text:
“Article 2.14. Commencement of the procedure
1. Within two months following publication of the application, an opposition may be filed 

in writing at the Office on the relative grounds referred to in article 2.2ter.
2. Opposition may be filed:
(a) In the cases referred to in article 2.2ter (1) and (3), by the proprietors of earlier 

trademarks and the licensees authorized by them;
(b) In the case referred to in article 2.2ter (3) (b), by the proprietors of trademarks referred to 

therein. In this case, the assignment referred to in article 2.20ter (1) (b,) may also be requested;
(c) In the case referred to in article 2.2ter (3) (c), by persons authorized, under applicable 

law, to exercise these rights.
3. Opposition may be based on one or more earlier rights and on some or all of the goods or 

services in respect of which the earlier right is protected or filed, and may be directed against some 
or all of the goods or services in respect of which the contested mark is applied for.

4. An opposition shall not be deemed to have been entered until the fees due have been 
paid.”

T. Article 2.16 is replaced by the following text:
“Article 2.16. Course of the proceedings
1. The Office shall deal with an opposition within a reasonable time frame in accordance 

with the provisions laid down in the implementing regulations and shall respect the principle that 
both sides should be heard.

2. The opposition proceedings shall be suspended:
(a) Where the opposition is based on article 2.14 (2) (a), if the earlier application:
(i) Has not yet been registered;
(ii) Was registered without delay in accordance with article 2.8 (2) and is the subject of 

proceedings for refusal on absolute grounds or opposition;
(iii) Is the subject of an action for invalidation or revocation;
(b) Where the opposition is based on article 2.14 (2) (c), when it is based on an application 

for registration of a designation of origin or geographical indicator, until a final decision has been 
taken in these proceedings;

(c) If the opposed trademark:
(i) Is the subject of proceedings for refusal on absolute grounds;
(ii) Was registered without delay in accordance with article 2.8 (2), and is the subject of a 

judicial action for invalidation or revocation;
(d) At the joint request of the parties;
(e) If other circumstances justify such a suspension.
3. The opposition proceedings shall be closed:
(a) Where the opponent has lost the capacity to act;
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(b) When the defendant does not react to the opposition lodged. In this case the application 
shall no longer be valid;

(c) When the opposition has become pointless, either because it has been withdrawn or 
because the opposed application is no longer effective;

(d) Where the earlier trademark or earlier right is no longer valid;
(e) If the opposition is based on article 2.14 (2) (a), and the opponent has not by the deadline 

set furnished proof of use of his earlier trademark as specified in article 2.16bis.
In such circumstances, part of the fees paid shall be refunded.
4. After completing its consideration of the opposition, the Office shall reach a decision as 

soon as possible. If the opposition is held to be justified, the Office shall refuse to register the 
trademark in whole or in part or shall decide to record in the Register the transfer referred to in 
article 2.20ter (1) (b.) Otherwise, the opposition shall be rejected. The Office shall inform the 
parties in writing and without delay, mentioning the right of appeal against this decision described 
in article 1.15bis. The decision of the Office shall not become final until such time as it is no 
longer subject to appeal. The Office shall not be a party to any appeal against its decision.

5. Costs shall be borne by the losing party. They shall be fixed in accordance with the 
provisions of the implementing regulation. Costs shall not be due if the opposition is partly 
successful. The Office’s decision concerning costs shall constitute an enforceable order. Its forced 
execution shall be governed by the rules in force in the State where it takes place.” 

U. After article 2.16, the following new article is inserted:
“Article 2.16bis. Non-use as a defence in opposition proceedings
1. Where, in opposition proceedings pursuant to article 2.14 (2) ( a), at the filing date or the 

priority date of the later trademark, the five-year period during which the earlier trademark was to 
have been put to genuine use as provided in article 2.23bis has expired, the opponent shall at the 
request of the applicant furnish proof that the earlier trademark has been put to genuine use as 
provided in article 2.23bis during the five-year period preceding the filing date or priority date of 
the later trademark, or that proper reasons for non-use existed.

2. If the earlier trademark has been used in relation to only part of the goods or services for 
which it is registered, it shall, for the purpose of the examination of the opposition required in 
paragraph 1, be deemed to be registered in respect of that part of the goods or services only.

3. Paragraphs 1 and 2 of this article shall also apply where the earlier trademark is a 
European Union trademark. In such case, genuine use shall be determined in accordance with 
article 18 of the European Union trademark regulation.

V. The following changes are made in article 2.18:
(a) In the title, the words “international filings” are replaced by the words “international 

applications”;
(b) In paragraph 1, the words “an international filing” are replaced by the words “an 

international application” and the words “articles 2.14 and 2.16” are replaced by the words 
“articles 2.14 to 2.16bis”;

(c) In paragraph 2, the words “articles 2.14 to 2.16” are replaced by the words “articles 2.14 
to 2.16bis”.

W. The following amendments are made to article 2.19:
(a) In paragraph 1, the words “article 2.1 (1) and (2)” are replaced by the words “article 2.1” 

and the word “filed” is replaced by the words “applied for”;
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(b) In paragraph 3, the words “article 2.1(1) and (2) are replaced by the words “article 2.1”.
X. Article 2.20 is replaced by the following text:
“Article 2.20. Rights conferred by the trademark:
1. The registration of a trademark referred to in article 2.2 shall confer on the proprietor 

exclusive rights therein.
2. Without prejudice to the rights of proprietors acquired before the filing date or the 

priority date of the registered trademark, and without prejudice to the possible application of 
ordinary law in matters of civil liability, the proprietor of that registered trademark shall be 
entitled to prevent all third parties not having his consent from using a sign where such sign:

(a) Is identical with the trademark and is used in the course of trade in relation to goods or 
services which are identical with those for which the trademark is registered;

(b) Is identical with, or similar to, the trademark and is used in the course of trade in relation 
to goods or services which are identical with, or similar to, the goods or services for which the 
trademark is registered, if there exists a likelihood of confusion on the part of the public; the 
likelihood of confusion includes the likelihood of association between the sign and the trademark;

(c) Is identical with, or similar to, the trademark regardless of whether it is used in relation to 
goods or services which are identical with, similar to, or dissimilar to, those for which the 
trademark is registered, where the latter has a reputation in the Benelux territory and where use, in 
the course of trade, of that sign without due cause takes unfair advantage of, or is detrimental to, 
the distinctive character or the repute of the trademark;

(d) Is used for purposes other than those of distinguishing goods or services, where use of the 
sign without due cause would take unfair advantage of or be detrimental to the distinctive 
character or the repute of the trademark.

3. The following, in particular, may be prohibited under paragraph 2 (a ) to (c):
(a) Affixing the sign to the goods or to the packaging thereof;
(b) Offering the goods or marketing them or stocking them for those purposes, under the 

sign, or offering or supplying services thereunder;
(c) Importing or exporting goods under the sign;
(d) Using the sign as a trade or company name or part of a trade or company name;
(e) Using the sign on business papers and in advertising;
(f) Using the sign in comparative advertising in a manner that is contrary to Directive 

2006/114/EC of the European Parliament and of the Council of 12 December 2006 concerning 
misleading and comparative advertising.

4. Without prejudice to the rights of proprietors acquired before the filing date or the 
priority date of the registered trademark, the proprietor of that registered trademark shall also be 
entitled to prevent all third parties from bringing goods, in the course of trade, into the Benelux 
territory, without their being released for free circulation there, where such goods, including the 
packaging thereof, come from third countries and bear without authorization a trademark which is 
identical with the trademark registered in respect of such goods, or which cannot be distinguished 
in its essential aspects from that trademark.

The entitlement of the trademark proprietor pursuant to paragraph 1 shall lapse if, during the 
proceedings to determine whether the registered trademark has been infringed, initiated in 
accordance with Regulation (EU) No. 608/2013 of the European Parliament and of the Council of 
12 June 2013 concerning customs enforcement of intellectual property rights and repealing 
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Council Regulation (EC) No. 1383/2003, evidence is provided by the declarant or the holder of the 
goods that the proprietor of the registered trademark is not entitled to prohibit marketing of the 
goods in the country of final destination.

5. Where a risk exists that the packaging, label, tags, security or authenticity features or 
devices, or any other means to which the trademark is affixed, could be used in relation to goods 
or services and that such use would constitute an infringement of the rights of the proprietor of a 
trademark under paragraphs 2 and 3, the proprietor of that trademark shall have the right to 
prohibit the following acts if carried out in the course of trade:

(a) Affixing a sign identical with, or similar to, the trademark on packaging, labels, tags, 
security or authenticity features or devices, or any other mean on which the mark may be affixed;

(b) Offering or marketing or stocking for those purposes, or importing or exporting 
packaging, labels, tags, security or authenticity features or devices, or any other means on which 
the mark is affixed.

6. The exclusive right to a trademark expressed in one of the national or regional languages 
of the Benelux territory extends automatically to its translation into another of those languages. 
Evaluation of the similarity arising from translations into one or more languages foreign to the 
aforesaid territory shall be a matter for the courts.”

Y. The following two new articles are inserted after article 2.20:
“Article 2.20bis. Reproduction of trademarks in dictionaries
If the reproduction of a trademark in a dictionary, encyclopedia or similar reference work, in 

print or electronic form, gives the impression that it constitutes the generic name of the goods or 
services for which the trademark is registered, the publisher of the work shall, at the request of the 
proprietor of the trademark, ensure that the reproduction of the trademark is, without delay, and in 
the case of works in printed form at the latest in the next edition of the publication, accompanied 
by an indication that it is a registered trademark.

Article 2.20ter. Prohibition of the use of a trademark registered in the name of an agent or 
representative

1. Where a trademark has been registered in the name of the agent or representative of a 
person who is the proprietor of that trademark, without the proprietor’s consent, the latter shall be 
entitled to do either or both of the following:

(a) Oppose the use of the trademark by his agent or representative;
(b) Demand transfer of the trademark to him.
Paragraph 1 shall not apply where the agent or representative justifies his action.”
Z. Article 2.21 is amended as follows:
(a) In paragraphs (1) and (4), the words “article 2.20 (1)” are replaced by the words “article 

2.20 (2)”;
(b) In paragraph 5, the words “article 2.32 (4) and (5)” are replaced by the words “article 

2.32 (5) and (6)”;
(c) In paragraph 6, the words “of the filing” are replaced by the words “of the application” 

and the words “article 2.20” are replaced by the words “article 2.20 (2)”.
AA.Article 2.23 is replaced by the following text:
“Article 2.23. Limitation of the effects of the exclusive right
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1. A trademark shall not entitle its proprietor to prohibit a third party from using, in the 
course of trade:

(a) The name or address of the third party, where that party is a natural person;
(b) Signs or indications which are not distinctive or which concern the kind, quality, 

quantity, intended purpose, value, geographical origin and time of production of the goods or of 
rendering of the service, or the other characteristics of the goods or services;

(c) The trademark for the purpose of identifying or referring to goods or services as those of 
the proprietor of that trademark, in particular where use of the trademark is necessary to indicate 
the intended purpose of goods or services, in particular as accessories or spare parts; provided that 
such use is made by the third party in accordance with honest practices in industrial or commercial 
matters.

2. A trademark shall not entitle its proprietor to prohibit a third party from using, in the 
course of trade, an earlier right which applies only in a particular locality, if that right is 
recognized by the law of one of the Benelux countries and the use of that right is within the limits 
of the territory in which it is recognized.

3. A trademark shall not entitle its proprietor to prohibit its use in relation to goods which 
have been marketed in the European Economic Area under that trademark by the proprietor or 
with his consent, unless there are legitimate grounds for the proprietor to object to further 
marketing of the goods, in particular where the condition of the goods has been altered or 
adversely affected after marketing.

BB. The following three new articles are inserted after article 2.23:
“Article 2.23bis. Genuine use of the trademark
1. If, within a period of five years following the date of completion of the registration 

procedure, the trademark has not been put to genuine use in the Benelux territory in connection 
with the goods or services in respect of which it is registered, or if such use has been suspended 
during a continuous five-year period, the trademark shall be subject to the limits and sanctions 
provided in articles 2.16bis (1) and (2), 2.23ter, 2.27 (2) and 2.30quinquies (3) and (4), unless 
there are proper reasons for non-use.

2. In the case referred to in article 2.8 (2), the five-year period referred to in paragraph 1 
shall be calculated from the date on which the mark can no longer be subject to a refusal on 
absolute grounds or opposition or, in the event that a refusal has been issued or an opposition has 
been lodged, from the date on which a decision lifting the Office’s objection on absolute grounds 
or terminating the opposition proceedings became final or the opposition was withdrawn.

3. As regards international registered trademarks having effect in the Benelux territory, the 
five-year period referred to in paragraph 1 shall be calculated from the date on which the mark can 
no longer be subject to refusal or opposition. Where an opposition has been lodged or when a 
refusal on absolute grounds has been notified, the period shall be calculated from the date on 
which a decision terminating the opposition proceedings or a ruling on absolute grounds for 
refusal became final or the opposition was withdrawn.

4. The date of commencement of the five-year period, as referred to in paragraphs 1 and 2, 
shall be entered in the register.

5. The following shall also constitute use within the meaning of paragraph 1:
(a) Use of the trademark in a form differing in elements which do not alter the distinctive 

character of the mark in the form in which it was registered, regardless of whether or not the 
trademark in the form as used is also registered in the name of the proprietor;
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(b) Affixing of the trademark to goods or to the packaging thereof in the Benelux territory 
solely for export purposes.

6. Use of the trademark with the consent of the proprietor shall be deemed to constitute use 
by the proprietor.

Article 2.23ter. Non-use as defence in infringement proceedings
The proprietor of a trademark shall be entitled to prohibit the use of a sign only to the extent 

that the proprietor’s rights are not liable to be revoked pursuant to article 2.27 (2) to (5), at the 
time the infringement action is brought. If the defendant so requests, the proprietor of the 
trademark shall furnish proof that, during the five-year period preceding the date of bringing the 
action, the trademark has been put to genuine use as provided in article 2.23bis in connection with 
the goods or services in respect of which it is registered and which are cited by the proprietor as 
justification for the action, or that there are proper reasons for non-use, provided that the 
trademark registration procedure has at the date of bringing the action been completed at least five 
years previously.

Article 2.23quarter. Intervening right of the proprietor of a later registered trademark as 
defence in infringement proceedings

1. In infringement proceedings, the proprietor of a trademark shall not be entitled to prohibit 
the use of a later registered mark where that later trademark would not be declared invalid 
pursuant to article 2.30quinquies (3), article 2.30sexies or article 2.30septies (1). 

2. In infringement proceedings, the proprietor of a trademark shall not be entitled to prohibit 
the use of a later registered EU trademark where that later trademark would not have been 
declared invalid pursuant to article 60 (1), (3) or (4), article 61(1) or (2), or article 64 (2) of the 
European Union trademark regulation.

3. When the proprietor of a trademark is not entitled under paragraph 1 or 2 to prohibit the 
use of a later registered trademark, the proprietor of that later registered trademark shall not be 
entitled to prohibit the use of the earlier trademark in infringement proceedings, even though that 
earlier right may no longer be invoked against the later trademark.

CC. Article 2.24 is repealed.
DD.The heading of title II, chapter 6, is replaced by the words “Chapter 6. Lapse of the 

right”.
EE. Article 2.25 is amended as follows:
(a) In paragraph (2), the words “a right of pledge or attachment” are replaced by the words 

“a right in rem or a levy of execution”;
(b) In paragraph (4), the words “international filing” are replaced by the words “international 

application”.
FF. In article 2.26, the figure “1” before the first paragraph is deleted and the second and 

third paragraphs are repealed.
GG.Article 2.27 is replaced by the following text:
“Article 2.27. Revocation of the right
1. A trademark shall be liable to revocation if, after the date on which it was registered:
(a) As a result of acts or inactivity of the proprietor, it has become the common name in the 

trade for goods or services in respect of which it is registered;
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(b) As a result of the use made of it by the proprietor of the trademark or with the 
proprietor’s consent in respect of goods or services for which it is registered, it is liable to mislead 
the public, particularly as to the nature, quality or geographical origin of those goods or services.

2. A trademark shall also be liable to revocation if no genuine use has been made of it in 
accordance with article 2.23bis.

3. Revocation of the right in a trademark in accordance with paragraph 2 may no longer be 
invoked where, during the interval between expiry of the five-year period referred to in article 
2.23bis and submission of the claim for revocation, genuine use of the trademark has been 
commenced or resumed. However, commencement or resumption of use within a period of three 
months prior to submission of the claim for revocation shall be disregarded if preparations for the 
commencement or resumption of use are not made until the proprietor becomes aware that a 
revocation claim may be submitted.

4. The proprietor of the right in a trademark whose revocation can no longer be invoked 
under paragraph 3 shall have no grounds under article 2.20 (1) (a), (b) and (c) to contest the use of 
a trademark applied for during the period in which the prior right in the trademark could have been 
revoked pursuant to paragraph 2.

5. The proprietor of the right in a trademark whose revocation can no longer be invoked 
under paragraph 3 may not, on the basis of the provisions of article 2.28 (2), claim invalidity of the 
registration of a trademark applied for during the period when the prior right in the trademark 
could have been revoked pursuant to paragraph 2.”

HH.A new heading reading “Chapter 6bis. Invalidity or revocation action filed before the 
courts” is inserted after article 2.27.

II. Article 2.28 is replaced by the following text:
“Article 2.28 Invocation of invalidity or revocation before the courts
1. Invalidity on absolute grounds may be invoked by any interested party, including the 

Public Prosecutor.
2. Invalidity on relative grounds may be invoked by any interested party where the 

proprietor of the earlier trademark referred to in article 2.2ter (1) and (3) (a) or (b) or the person 
who, under the applicable law, is entitled to exercise the rights referred to in article 2.2ter (3) (c) 
participates in the proceedings.

3. When an action for invalidity pursuant to paragraph 1 is brought by the Public 
Prosecutor, only the courts of Brussels, The Hague and Luxembourg shall have jurisdiction. 
Action brought by the Public Prosecutor shall stay any other action brought on the same grounds.

4. Revocation of the right in a trademark may be invoked by any interested party.”
JJ. Articles 2.29 and 2.30 are repealed.
KK.Chapter 6bis of title II is renumbered as chapter 6ter and entitled “Article 6ter. 

Invalidation or revocation action filed with the Office”.
LL. Article 2.30bis is replaced by the following text:
“Article 2.30bis. Lodging of the application
1. An application for invalidity or revocation of the registration of a trademark may be filed 

with the Office:
(a) Based on the absolute grounds for invalidity referred to in article 2.2bis and on the 

grounds for revocation referred to in article 2.27, by any natural or legal person and any group or 
body set up for the purpose of representing the interests of manufacturers, producers, suppliers of 
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services, traders or consumers, and which, under the terms of the applicable law governing it, has 
the capacity to sue in its own name and to be sued;

(b) Based on the relative grounds for invalidity referred to in article 2.2ter:
(i) In the cases referred to in article 2.2ter (1) and (3) (a), by the proprietors of earlier 

trademarks and the licensees authorized by those proprietors. 
(ii) In the case referred to in article 2.2ter (3) (b), by the proprietors of trademarks referred to 

therein; in this case, the assignment referred to in article 2.20ter (1) (b), may also be requested.
(iii) In the case referred to in article 2.2ter (3) (c), by persons authorized, under the applicable 

law, to exercise these rights.
2. An application for invalidity or revocation is deemed to have been lodged only after 

payment of the applicable fees.”
MM. Article 2.30ter is replaced by the following text:
“Article 2.30ter. Course of the proceedings
1. The Office shall process the application for invalidity or revocation within a reasonable 

time frame in accordance with the provisions of the implementing regulation and shall respect the 
principle that both sides should be heard.

2. The procedure shall be suspended:
(a) Where the application is based on article 2.30bis (1) (b) (i) and the earlier trademark:
(i) Has not yet been registered;
(ii) Was registered without delay in accordance with article 2,8 (2), and is the subject of 

proceedings for refusal on absolute grounds or opposition;
(iii) Is the subject of an action for invalidity or revocation;
(b) Where the application is based on article 2.30bis (1) (b) ( iii), when it is based on an 

application for a designation of origin or geographical indication, until a final decision has been 
taken on it;

(c) When the contested trademark:
(i) Has not yet been registered;
(ii) Was registered without delay in accordance with article 28 (2) and is the subject of 

proceedings for refusal on absolute grounds or opposition;
(iii) Is the subject of an action for invalidity or revocation;
(d) At the joint request of the parties;
(e) If other circumstances justify such suspension.
3. The procedure shall be closed:
(a) If the applicant has lost the capacity to act;
(b) If the defendant does not respond to the application lodged. In this case, the registration 

shall be cancelled;
(c) If the application has become pointless, either because it has been withdrawn or because 

the registration against which the application is directed has become ineffectual;
(d) If the application is based on article 2.30bis (1) (b) and the earlier trademark or earlier 

right is no longer valid;
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(e) If the application is based on article 2.30bis (1) (b) (i) and the applicant has not produced 
within the prescribed time frame proof of use of his earlier trademark as referred to in article 
2.30quinquies.

In these situations, part of the fees paid shall be refunded.
4. After completing its examination of the application for invalidity or revocation, the 

Office shall reach a decision as soon as possible. If the application is held to be justified, the 
Office shall fully or partially cancel the registration or shall decide to record in the register the 
transfer referred to in article 2.20ter (1) (b). Otherwise, the application shall be rejected. The 
Office shall inform the parties in writing and without delay, mentioning the right of appeal against 
this decision described in article 1.15bis. The decision of the Office will not become final until it 
is no longer subject to appeal. The Office shall not be a party to any appeal against its decision.

5. Costs shall be borne by the unsuccessful party. They shall be fixed in accordance with the 
provisions of the implementing regulations. Costs shall not be due if the application is only 
partially successful. The Office’s decision concerning costs shall constitute an enforceable order. 
Its forced execution shall be governed by the rules in force in the State where it was made.”

NN.Article 2.30quatar is amended as follows:
(a) In the heading, the words “international filings” are replaced by the words “international 

applications”.
(b) In paragraph (1), the words “an international filing” are replaced by the words “an 

international application”.
OO.The following new chapter 6quater is inserted after article 2.30quater:
“Chapter 6quater. Defences and significance of invalidity and revocation
Article 2.30quinquies. Non-use as a defence in proceedings seeking a declaration of invalidity
1. In proceedings for a declaration of invalidity based on a registered trademark with an 

earlier filing date or priority date, if the proprietor of the later trademark so requests, the proprietor 
of the earlier trademark shall furnish proof that, during the five-year period preceding the date of 
the application for a declaration of invalidity, the earlier trademark has been put to genuine use, as 
provided for in article 2.23bis, in connection with the goods or services in respect of which it is 
registered and which are cited as justification for the application or that there are proper reasons 
for non-use, provided that the registration process of the earlier trademark has at the date of the 
application for a declaration of invalidity been completed at least five years previously.

2. Where, on the filing date or the date of priority of the later trademark, the five-year 
period within which the earlier trademark was to have been put to genuine use, as provided for in 
article 2.23bis, had expired, the proprietor of the earlier trademark shall, in addition to the proof 
required under paragraph 1 of this article, furnish proof that the trademark was put to genuine use 
during the five-year period preceding the filing date or date of priority of the trademark or that 
proper reasons for non-use existed.

3. In the absence of the proof referred to in paragraphs 1 and 2, an application for a 
declaration of invalidity on the basis of existence of an earlier trademark shall be rejected.

4. If the earlier trademark has been used in accordance with article 2.23bis in relation to 
only part of the goods or services for which it is registered, it shall, for the purpose of the 
examination of the application for a declaration of invalidity, be deemed to be registered in respect 
only of that part of the goods or services.
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5. Paragraphs 1 to 4 shall also apply where the earlier trademark is an EU trademark. In 
such case, a genuine use of the EU trademark shall be determined in accordance with article 18 of 
the European Union’s trademark regulation.

Article 2.30sexies. Lack of distinctive character or of reputation of an earlier trademark 
precluding a declaration of invalidity of a registered trademark

An application for a declaration of invalidity based on an earlier trademark shall not succeed 
on the date of the application for invalidity if it would not have been successful on the filing date 
or the priority date of the later trademark for any of the following reasons:

(a) The earlier trademark, liable to be declared invalid pursuant to article 2.2bis (1) (b), (c) or 
(d) had not yet acquired a distinctive character within the meaning of article 2.2bis (3).

(b) The application for a declaration of invalidity is based on article 2.2ter (1) (b) and the 
earlier trademark had not yet become sufficiently distinctive to support a finding of likelihood of 
confusion within the meaning of that provision;

(c) The application for a declaration of invalidity is based on article 2.2ter (3) (a) and the 
earlier trademark had not yet acquired a reputation within the meaning of that provision.

Article 2.30septies. Preclusion of a declaration of invalidity due to acquiescence
1. Where the proprietor of an earlier trademark as referred to in article 2.2ter (2) and (3) (a) 

has acquiesced, for a period of five consecutive years in the use of a later registered trademark 
while being aware of such use, that proprietor shall no longer be entitled on the basis of the earlier 
trademark to apply for a declaration that the later trademark is invalid in respect of the goods or 
services for which the later trademark has been used, unless registration of the later trademark was 
applied for in bad faith.

2. In the case referred to in paragraph 1, the proprietor of a later registered trademark shall 
not be entitled to oppose the use of the earlier right, even though that right may no longer be 
invoked against the later trademark.

Article 2.30octies. Invocation of invalidity or revocation of a trademark based on which 
seniority has been claimed for a European Union trademark.

Where the seniority of a trademark registered under this Convention, which has been 
surrendered or allowed to lapse, is claimed for an EU trademark, the invalidity of the trademark 
providing the basis for the seniority claim or the revocation of the rights of its proprietor may be 
established a posteriori, provided that the invalidity or revocation could have been declared at the 
time when the mark was surrendered or allowed to lapse.

Article 2.30nonies. Significance of invalidity and revocation
1. Invalidity or revocation shall apply to the sign constituting the trademark in its entirety.
2. An application for a declaration of invalidity or revocation may be directed against some 

or all of the goods or services for which the contested trademark is registered and may be based on 
one or more earlier rights, provided that they all belong to the same proprietor.

3. Where a ground for invalidity or revocation of a trademark exists in respect of only some 
of the goods or services for which the trademark has been registered, invalidity or revocation shall 
cover those goods or services only.

4. A registered trademark shall be deemed not to have had, as from the date of the 
application for revocation, the effects specified in this Convention to the extent that the rights of 
the proprietor have been revoked. An earlier date, on which one of the grounds for revocation 
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occurred, may at the request of one of the parties be fixed in the decision on the application for 
revocation.

5. A registered trademark shall be deemed not to have had, from the outset, the effects 
specified in this Convention, insofar as the trademark has been declared invalid.”

PP. The heading of title II, chapter 7, is reworded to read “Chapter 7. Trademarks as objects 
of property”.

QQ.Article 2.31 is replaced by the following text:
“Article 2.31. Transfer
1. A trademark may be transferred, separately from any transfer of the undertaking, in 

respect of some or all of the goods or services for which it is registered.
2. The following shall be null and void:
(a) Assignments between living persons not laid down in writing;
(b) Assignments or other transmissions not made for the entire Benelux territory.
3. A transfer of the whole of the undertaking shall include the transfer of the trademark 

except where there is agreement to the contrary or circumstances clearly dictate otherwise. This 
provision shall apply to the contractual obligation to transfer the undertaking.”

RR. Article 2.32 is replaced by the following text:
“Article 2.32. Licence
1. A trademark may be licensed for some or all of the goods or services for which it is 

registered and for the whole or part of Benelux territory. A licence may be excusive or non-
exclusive.

2. The proprietor of a trademark may invoke the rights conferred by that trademark against a 
licensee who contravenes any provision in the licensing contract with regard to:

(a) Its duration;
(b) The form covered by the registration in which the trademark may be used;
(c) The nature of the goods or services for which the licence is granted;
(d) The territory in which the trademark may be affixed; or
(e) The quality of the goods manufactured or of the services rendered by the licensee.
3. Entry of a licence in the register may be cancelled only at the joint request of the 

proprietor of the trademark and the licensee.
4. Without prejudice to the provisions of the licensing contract, the licensee may bring 

proceedings for infringement of a trademark only if its proprietor consents thereto. However, the 
holder of an exclusive licence may bring such proceedings if the proprietor of the trademark, after 
formal notice, does not himself bring infringement proceedings within an appropriate period.

5. The licensee shall have the right to intervene in an action brought by the proprietor of the 
trademark, as referred to in article 2.21 (1) to (4), in order to obtain compensation for damages 
directly incurred by him or to be allocated a proportion of the profit made by the defendant.

6. The licensee may bring independent action as referred to in the preceding paragraph only 
if he has obtained the permission of the proprietor of the trademark for that purpose.

7. The licensee shall be authorized to exercise the powers referred to in article 2.22 (1), 
provided that they are designed to protect the rights which he has been permitted to exercise and 
provided that he has obtained permission from the proprietor of the trademark for that purpose.”
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SS. The following new article is inserted after article 2.32:
“Article 2.32bis. Rights in rem and levy of execution
1. A trademark may, independently of the undertaking, be given as a security or be the 

subject of rights in rem.
2. A trademark may be levied in execution.”
TT. Article2.33 is replaced by the following text:
“Article 2.33. Opposability against third parties
The assignment or other transfer of the licence shall not become opposable against third 

parties until an excerpt from the document establishing this or a corresponding declaration signed 
by the parties involved has been recorded in the manner specified by the implementing regulation 
and until the fees due have been paid. The provision in the preceding sentence shall apply to rights 
in rem and levy of execution as referred to in article 2.32bis.”

UU.The following new article is added after article 2.33:
“Article 2.33bis. Application for a trademark as an object of property
Articles 2.31 to 2.33 shall apply to applications for trademarks.”
VV.Title II, chapter 8, is replaced by the following chapter:
“Chapter 8. Collective marks
Article 2.34bis. Collective marks
1. A collective mark is a trademark which is described as such when it is applied for and is 

capable of distinguishing the goods or services of the members of an association which is the 
proprietor of the mark from the goods or services of other undertakings. Associations of 
manufacturers, producers, suppliers of services or traders, which, under the terms of the law 
governing them, have the capacity in their own name to have rights and obligations, to conclude 
contracts or perform other legal acts, and to sue and be sued, in the same manner as legal persons 
governed by public law, may file for collective marks.

2. By way of derogation from article 2.2bis (1) (c), signs or indications which may serve, in 
trade, to designate the geographical origin of goods or services may constitute collective marks. 
Such a collective mark shall not entitle the proprietor to prohibit a third party from using, in the 
course of trade, such signs or indications, provided that the third party uses them in accordance 
with honest practices in industrial or commercial matters. In particular, such a mark may not be 
invoked against a third party entitled to use a geographical name.

3. Unless provided otherwise in this chapter, collective marks shall be subject to all the 
provisions of this Convention.

Article 2.34ter. Regulation governing use of a collective mark
1. An applicant for a collective mark shall submit regulations governing use with the 

application to the Office.
2. However, in the case of an international application, the applicant shall have six months 

following notification of the international registration provided for by article 3 (4) of the Madrid 
Agreement and Madrid Protocol to file those regulations.

3. The regulations governing use shall as a minimum specify the persons authorized to use 
the mark, the conditions of membership of the association and the conditions of use of the mark, 
including sanctions. The regulations governing use of a mark referred to in article 2.34bis (2) shall 
authorize any person whose goods or services originate in the geographical area concerned to 
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become a member of the association which is the proprietor of the mark, provided that the person 
fulfils all the other conditions of the regulations.

Article 2.34quater. Refusal of an application
1. In addition to the grounds for refusal listed in article 2.2bis, with the exception of article 

2.2bis (1) (c) concerning signs or indications which may serve, in trade, to designate the 
geographical origin of the goods or services, an application for a collective mark shall be refused 
where the provisions of article 2.34bis or article 2.34ter are not satisfied, or where the regulations 
governing use of that collective mark are contrary to public policy or to accepted principles of 
morality.

2. An application for a collective mark shall also be refused if the public is liable to be 
misled as regards the character or the significance of the mark, in particular if it is likely to be 
taken to be something other than a collective mark.

3. An application shall not be refused if the applicant, after amending the regulations 
governing use of the collective mark, meets the requirements specified in paragraphs 1 and 2.

Article 2.34quinies. Use of collective marks
The requirements of article 2.23bis shall be satisfied where genuine use of a collective mark 

in accordance with that article is made by any person authorized to use it.
Article 2.34sexies. Amendment to the regulations governing use of the collective mark
1. The proprietor of the collective mark shall submit to the Office any amended regulations 

governing use.
2. Amendments to the regulations governing use shall be mentioned in the register unless 

the amended regulations do not satisfy the requirements of article 2.34ter or involve one of the 
grounds for refusal referred to in article 2.34quater.

3. For the purposes of this Convention, amendments to the regulations governing use shall 
not take effect until the date of entry of the mention of those amendments in the register.

Article 2.34septies. Persons entitled to bring an action for infringement
1. Article 2.32 (4) and (5) shall apply to every person authorized to use a collective mark.
2. The proprietor of a collective mark shall be entitled to claim compensation on behalf of 

persons authorized to use the mark who those have sustained damage as a result of unauthorized 
use of the mark.

Article 2.34octies. Additional grounds for revocation
In addition to the grounds for revocation specified in article 2.27, the rights of the proprietor 

of a collective mark shall be revoked on the following grounds:
(a) The proprietor does not take reasonable steps to prevent the mark being used in a manner 

that is incompatible with the conditions of use laid down in the regulations governing use, 
including any amendments thereto mentioned in the register;

(b) The manner in which the mark has been used by authorized persons has caused it to 
become liable to mislead the public in the manner referred to in article 2.34quater (2);

(c) An amendment to the regulations governing use of the mark has been mentioned in the 
register in breach of article 2.34sexies (2), unless the proprietor of the mark, by further amending 
the regulations governing use, complies with the requirements of that article.

Article 2.34nonies. Additional grounds for invalidity
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In addition to the grounds for invalidity specified in article 2.2bis, with the exception of 
article 2.2bis (1) (c) concerning signs or indications which may serve, in trade, to designate the 
geographical origin of the goods or services, and in article 2.2ter, a collective mark which is 
registered in breach of article 2.34quater shall be declared invalid unless the proprietor of the 
mark, by amending the regulations governing use, complies with the requirements of article 
2.34quater.

WW. After title I, chapter 8, the following new chapter 8bis is inserted:
“Chapter 8bis. Certification marks
Article 2.3bis. Certification marks
1. A certification mark is a trademark described as such when the mark is applied for and 

capable of distinguishing goods or services which are certified by the proprietor of the mark in 
respect of material, mode of manufacture of goods or performance of services, quality, accuracy or 
other characteristics, with the exception of geographical origin, from goods and services which are 
not so certified.

2. Any natural or legal person, including institutions, authorities and bodies governed by 
public law, may apply for certification marks provided that the person does not carry on a business 
involving the supply of goods or services of the kind certified.

3. Unless provided otherwise in this chapter, certification marks shall be subject to all the 
provisions of this Convention that apply to trademarks.

Article 2.35ter. Regulations governing use of a certification mark
1. An applicant for a certification mark shall submit to the Office regulations governing use 

with the application. 
2. However, in the case of an international application, the applicant shall have a period of 

six months following notification of the international registration provided for by article 3 (4) of 
the Madrid Agreement and Madrid Protocol in which to file those regulations.

3. The regulations governing use shall specify the persons authorized to use the mark, the 
characteristics to be certified by the mark, and how the certifying body is to check those 
characteristics and to supervise use of the mark. Those regulations shall also specify the conditions 
of use of the mark, including sanctions.

Article 2.35quater. Refusal of the application
1. In addition to the grounds for refusal specified in article 2.2bis, an application for a 

certification mark shall be refused where the conditions set out in articles 2.35bis and 2,35ter are 
not satisfied, or where the regulation governing use are contrary to public policy or to accepted 
principles of morality.

2. An application for a certification mark shall also be refused if the public is liable to be 
misled as regards the character or significance of the mark, in particular if it is likely to be taken to 
be something other than a certification mark.

3. An application shall not be refused if the applicant, after amending the regulations 
governing use, meets the requirements of paragraphs 1 and 2.

Article 2.35quinquies. Use of the certification mark
The requirements of article 2.23bis shall be satisfied when genuine use of a certification mark 

in accordance with that article is made by any person authorized by the regulations governing use 
referred to in article 2.35ter.

Article 2.35sexies. Amendment of the regulations governing use of the mark
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1. The proprietor of the certification mark shall submit to the Office any amended 
regulations governing use.

2. Such amendments shall not be mentioned in the register unless the amended regulations 
governing use do not meet the requirements of article 2.35ter or involve one of the grounds for 
refusal referred to in article 2.35quater.

3. For the purposes of this Convention, amendments to the regulations governing use shall 
not take effect until the date of entry of the mention of the amendment in the register.

Article 2.35septies. Transfer
By way of derogation from article 2.31 (1), a certification mark may be transferred only to a 

person meeting the requirements of article 2.35bis (2).
Article 2.35octies. Persons authorized to bring an action for infringement
1. Only the proprietor of the certification mark, or any person specifically authorized by him 

to do so, shall be entitled to bring an action for infringement.
2. The proprietor of a certification mark shall be entitled to claim compensation on behalf of 

persons authorized to use the mark where they have sustained damage as a consequence of 
unauthorized use of the mark.

Article 2.35nonies. Additional grounds for revocation
In addition to the grounds for revocation specified in article 2.27, the rights of the proprietor 

of a certification mark shall be revoked on the following grounds:
(a) The proprietor no longer complies with the requirements set out in article 2.35bis (2);
(b) The proprietor does not take reasonable steps to prevent the certification mark being used 

in a manner that is incompatible with the conditions of use laid down in the regulations governing 
use, including any amendments thereto mentioned in the register;

(c) The manner in which the mark has been used by the proprietor has caused it to become 
liable to mislead the public in the manner referred to in article 2.35quater (2);

(d) An amendment to the regulations governing use has been mentioned in the register in 
breach of article2.35sexies (2), unless the proprietor of the mark, by further amending the 
regulations governing use, complies with the requirements of that article.

Article 2.35decies. Additional grounds for invalidity
In addition to the grounds for invalidity provided in articles 2.2bis and 2.2ter, a certification 

mark which is registered in breach of article 2.35quater shall be declared invalid, unless the 
proprietor of the mark, by amending the regulations governing use, complies with the 
requirements of article 2.35quater.”

XX.Chapter 9 of title II is repealed.
YY.This amendment concerns only the Dutch version.
ZZ. This amendment concerns only the Dutch version.
AAA. This amendment concerns only the Dutch version.
BBB. This amendment concerns only the Dutch version.
CCC. The following new article is inserted after article 4.8: 
“Article 4.8bis. Law applicable to trademarks and designs or models as objects of property
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1. A trademark or a design or model as an object of property shall be governed in full, and 
for the whole of the Benelux territory, by the internal law of the Benelux country in which, 
according to the register:

(a) The proprietor had his headquarters or domicile on the date of the application for 
registration;

(b) Where point (a) does not apply, in which the proprietor had an establishment on the date 
of the application for registration.

2. In cases not covered by paragraph 1, the law of the Kingdom of the Netherlands shall 
apply.

3. If two or more persons are mentioned in the register as joint proprietors, paragraph 1 shall 
apply to the joint proprietor first mentioned; otherwise it shall apply to the subsequent joint 
proprietors in the order in which they are listed. Where paragraph 1 does not apply to any of the 
joint proprietors, paragraph 2 shall apply.”

DDD. This amendment concerns only the Dutch version.
Article II
In accordance with the Treaty concerning the institution and status of a Benelux Court of 

Justice, the provisions of this Protocol are designated as common legal rules for the application of 
that Treaty.

Article III
The provisions of title II, chapter 8, of the Benelux Convention on Intellectual Property 

(marks and designs or models), as worded prior to the entry into force of this Protocol, remain 
applicable to collective trademarks already registered, until such time as their proprietors declare 
that they are a collective trademark or a certification trademark under the amended provisions. The 
proprietor must make that declaration prior to renewal of the registration, on the understanding 
that he has at least three months to do so following the entry into force of this Protocol. The Office 
has no control over the content of the proprietor’s declaration.

Article IV
1. As the depositary of this Protocol, the Government of the Kingdom of Belgium will 

provide a certified true copy to each High Contracting Party.
2. This Protocol has been ratified, accepted or approved by the High Contracting Parties.
3. The High Contracting Parties have deposited their instruments of ratification, acceptance 

or approval with the depositary.
4. The depositary shall inform the High Contracting Parties of the deposit of the instruments 

of ratification, acceptance or approval.
5. This Protocol shall enter into force on the first day of the third month following the date 

of deposit of the third instrument of ratification, acceptance or approval but not before the date of 
entry into force of the Protocol amending the Benelux Convention on intellectual property (marks 
and designs or models), signed in Brussels on 16 December 2014, as regards opposition and 
creation of an administrative procedure for invalidity or revocation of trademarks.

6. The depositary will inform the High Contracting Parties of the date of entry into force of 
this Protocol.

IN WITNESS WHEREOF the undersigned, duly authorized to that effect, have signed this 
Protocol.
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DONE at Brussels on 11 December 2017, in one copy, in the French and Dutch languages, 
both texts being equally authentic.

For the Kingdom of Belgium:
[SIGNED]

For the Grand Duchy of Luxemburg:
[SIGNED]

For the Kingdom of the Netherlands:
[SIGNED]


